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Office Action Summary 



Application No. 
09/202,791 



Applies) 



Matsushima et al. 



Examiner 



Ware 



Group Art Unit 
1651 




IS Responsive to communication(s) filed on Jul 28. 1999 . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu$$I&35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3_ month(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claim 

IS Claimfs) 1-29 and 31-44 



is/are pending in the applicat 



Of the above, claim(s) . 
□ Claim(3) 



69 Claimfs) 1-29 and 31-44 



Cg Ctaim(s). 
□ Claims _ 



is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-94& 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

IS Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
IS All Cpome* QSlone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

S received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
^Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

□ Notice of References Cited, PTO-892 
IS- Information Disclosure Statement(s), PTO-1449, Paper No(s). , 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Claims 1-29 and 31-44 are presented for examination on the merits. 

1 . The instant application is a 371 of PCT/JP97/02221 filed June 26, 1997 which claims 
foreign priority to WO applications filed June 26, 1996 and October 22, 1996. Receipt is 
acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers have been placed of 
record in the file. 

The IDS(s) filed December 12, 1998 and July 28, 1999, have been received and the 
references submitted therewith have been considered as indicated on the enclosed PTO-1449 
Form. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in 
this or a foreign country, before the invention thereof by the applicant for a patent. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering pmeinability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
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the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C 103(c) and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 1-8, 17-22 and 34-37 are objected to under 37 CFR 1.75(c) as being in improper 
form because a multiple dependent claim must depend from another claim in the alternative form 
only. It is suggested to change the language to -any one of claims--, etc.. See MPEP 

§ 608.01(n). 

5. Claims 1-29 and 31-44 are rejected under 35 U.S.C. 102(a) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Folkesson et al., cited as reference no. 3 on 
the enclosed IDS filed December 22, 1998.. 

The claims are drawn to compositions and methods of providing such compositions 
comprising anti-IL-8 antibody for treatment of the lungs. 

Folkesson et al. teach similar treatment and compositions, therefore, as well as providing 
for them. 

The claims appear to be so similar to the cited disclosure (ref. no. 3) that they are 
considered to be anticipated by the reference. Indirect causes are inherent to the teachings of the 
reference. However, in the alternative that there are some unidentified characteristics which are 
not claimed for which to provide for some difference of the claims over what is disclosed by the 
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cited prior art then the difference is considered to be so slight as to render the claims prima facie 
obvious over the cited prior art. 

All claims fail to be patentably distinguishable over the state of the art discussed above and 
cited on the enclosed PTO-892 and/or PTO-1449. Therefore, the claims are properly rejected. 

The remaining references listed on the enclosed PTO-892 and/or PTO-1449 are cited to 
further show the state of the art. 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Deborah K. Ware whose telephone number is (703) 308-4245. The 
examiner can normally be reached on Mondays to Fridays from 9:30AM to 6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees supervisor, 
Mike Wityshyn, can be reached on (703) 308-4743. The fax phone number for the organization 
where this application or proceeding is assigned is (703) 305-3592. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 
Deborah K. Ware 
March 24 : 2000 



